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1 )KI Responsive to communication(s) filed on 07 February 2006 . 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

Claim(s) is/are allowed. 

6) ^ Claim(s) 1-14 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 28 April 2005 is/are: a0 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 
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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .32 1 (c) or 1 .32 1 (d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent cither is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

2. Claims 1-14 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-14 of copending Application No. 
10/533,038; claims 1-11 of copending application 10/533,039' and claimsl-13 of copending 
application 10/533,225. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the claims overlap in scope. With regard to the copending 
application 10/533,038, the claims are drawn to the same product as claimed, but with clear 
overlapping on the properties. As to the others copending applications, they claim boards that are 
within the scope of the present application and with overlapping, if not the same, claimed 



properties. 
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This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1-14 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 1 the use of the word "precalendering" makes the claims indefinite, since it 
presumes another calendering operation following said calendering, however none is 
recited and therefore, the metes and bounds of patent protection desired cannot be 
ascertained. 

In claims 7 and 8, the lower limits of the roughness, (0 ml/min), renders the claims 
indefinite, since it is not clearly understood, i.e., not roughness at all? How could this be? 
Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



1 It has been noted in this application, that the claimed bulk is wrong, i.e., either the units are wrong or parts of the 
digits were truncated, e.g., (10~ 3 ). The specification clearly shows the same range, but with cgs units, i.e., 1.15 xlO" 3 
- 1.3 xlO" 3 cm 3 /g, see page 8, which converts to 1.15xl0" 3 - 1.3 xlO" 3 m 3 /Kg. 
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6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. I, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

7. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mohan et al, 
in either US Patent No. 6,287,424 or 6,497,790, (since both specifications are very similar, only 
the 6,287,424 would be discussed) in view of Honkalampi et al., US Patent No. .6,164,198. 

Mohan et al, in both inventions, teach a multilayer board, which is heat calendered to 
improve its surface, see abstract. They teach the use of an extended nip calendering 
operation, see for example figure 9, and column 8, line 60 through column 9, line 27., and 
teach that the board can be further calendered after the paper is passed through the belted 
nip so to control caliper, column 9, line 38 through column 10, line 15. Mohan et al. teach 
also that the board is usually coated after the calendering operation, see column 1, lines 
16-30. Mohan et al. do not teach the calendering with the claimed calendering device, nor 
the properties of the board as claimed. However, Honkalampi et al. teach the same device 
as claimed, see figures and abstract, 
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Hotikalampi et al. also teach the advantages of using such device, i.e., enables open and 
closing of the nip during operation without the risk of destroying the jacket due to 
overheating or damaging the flexible jacket, which results in cost savings and less down 
time; also the tension of flexible jacket in an axial direction may be adjusted in axial 
direction, reducing the wear and tear of the jacket; produces a paper web which is has 
good stiffness, etc., see column 2, lines 32-56, reproduced below for applicant's 
convenience: 



Application/Control Number: 10/533,004 
Art Unit: 1791 



Page 6 



. IV <] IIkII k It Ja-<ld M I I !t»L !! ^ UfM 1 u it k»f pil- 
ing ami closing of the mp during operation withoaf the risk 
*" : itskst- >i u U fa ^ U mi _ • Ijnu^n ^ the 

j'kxrbk iuiL^Ik i <.suit-tru m v*s uius ,utd h -v, down- 
time ol the rn.lsi!!!' i it 1 lerasore stact i te '>«u- from the 
dove arrangement interact wbh llu end walls of the 

C iCtOsedsftOi. t I „ K } ~> ' il t ( l - 'It liii id t I L V It u 

' k '' m: HlJ <|\ i IK Ea vll> v aL.IV.iI i<r h rt,<^tteU\ 

i lit cicd b\ hi; driving of the enclosed shoo roll, neither >> 
wear on the jacke; surface nor by leunofs.d torees; which 
orhciwisc might oeetn i the jacket it ei Moreover, by the 

pO^SlhfllK s l h d vpl iu L ,55i. t!SkH\all ihc k sn M 

' r " fhe Ikxiblc jackcL ia m axial direction may \k adjusted 

duriog operation, and thereby reducing the wear of the jacket 

' e to loca itxes of i k acket. in dliferei lit ,ti* i i s 

VA.oidti _X UK n\k lUfO pA'\idv\ .1 nOA au.J Ot| <"ul 
, r method lid ,tp| L.01-, Un jt^k.Lfc pjpoi ! "i;\itu'i' 

ttU. N. - | t, I b I \ IJ. f | I, >j t t N j J . d f I- S, 

Lipks- 'tin ,u iue 1 <J po ^ d *> i 1:kk it it. t 

transfer ,ds;> si very high speed oft he filter web such that the 
surface of the web will be plaslicized and given aa evea 
„. s« favi lys the i >I it „i u * w u.thos supp^ss- 
insi the porous structure of the cere of die thw web. 

Therefore, substituting the calendering of the primary reference, Mohan et ah, with the 

calendering device taught by secondary reference, Honkalampi et ah, would have been 

obvious to one of ordinary skill in the art in order to obtain the advantages discussed 

above, i.e., better paper by improved stiffness and surface properties. As to the claimed 

surface properties, the combination of references would produce a paper with the claimed 

properties or at the very least it would have been obvious to one of ordinary skill in the 

art to optimize the variables to desired range. Note that Mohan et ah teach that the 

claimed properties are recognized result effective variables and it has been held that 

"[T]he discovery of an optimum value of a result effective variable in a known process is 
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ordinarily within the skill of the art. In re Antoine, 559 F.2d 618, 195 USPQ 6 (CCPA 
1977); In reAller, 42 CCPA 824, 220 F.2d 454, 105 USPQ 233 (1995). 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure in the art of "Board calendering." 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jose A. Fortuna whose telephone number is 571-272-1 188. The 
examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven P. Griffin can be reached on 571-272-1 189. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jose A Fortuna/ 
Primary Examiner 
Art Unit 1791 

JAF 
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